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DETAILED ACTION 

Claim Objections 

1. Claim 6 is objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to properly further limit the subject matter of a 
previous claim. Applicant is required to cancel the claim(s), or amend 
the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. In particular, note the ball is not part of 
the claimed ball marking device of claim 1, and therefore whether the 
ball has markings on it prior to being marked by the marking device is of 
no patentable significance to the claimed apparatus. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date 
of application for patent in the United States. 

3. Claims 1-8, 19, and 23-26 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Beny et al. (US 4,546,644). Beny et al. teach a 
marking device and method comprising a marking device 10, 46 for 
marking a putting directional indicator on the dynamic axis of the ball 
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11 and a "braking" mechanism (i.e., cup 26) which holds the ball 11 in a 
"fixed" position (relative to the other structure) that allows the marking 
device 46 to mark the putting directional indicator on the dynamic axis. 

With respect to claim 2, note the device of Beny et al. includes 
means for locating the dynamic axis of the ball (motor 20, shaft 28, 
batteries 32, etc.). 

With respect to claims 3-5 and 24-26, note Beny et al. teach a 
decorative mark or symbol (i.e., a single dot) for marking the dynamic 
axis in column 4, lines 26-32 and lines 42-46 of Beny et al. 

With respect to claim 6, to the extent the claim recites any 
additional structural limitation, note the ball of Beny et al. is capable of 
not being marked prior to marking by the marking device and therefore 
Beny et al. meets the claim language as recited. 

With respect to claim 7, note the marking device and braking 
mechanism of Beny et al. can broadly be considered to be separate and 
non-integral devices. 

With respect to claim 8, note column 4, lines 40-42 of Beny et al. 

With respect to claim 19, note Beny et al. teach an automated 
method as recited, particularly in column 4, lines 36-42. Note the 
braking mechanism (i.e., cup 26) broadly holds the position of the ball 
"fixed" so that the dynamic axis is at a specific location relative to the 
other structure. 
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With respect to claim 23, note Beny et al. teach the concept of 
mass processing of golf balls in column 4, lines 33-42. 

4. Claims 1-2 and 6-7 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Movick (US 4,860,578). Movick teaches a ball marking 
device comprising a marking device (column 3, lines 21-24) for marking a 
putting directional indicator on the dynamic axis of the ball and a 
"braking" mechanism (i.e., cup 4) which holds the ball in a position that 
allows the marking device to mark the putting directional indicator on 
the dynamic axis. 

With respect to claim 2, note Movick includes a means for locating 
the dynamic axis. 

With respect to claim 6, to the extent the claim recites any 
additional structural limitation, note the ball of Movick is capable of not 
being marked prior to marking by the marking device and therefore 
Movick meets the claim language as recited. 

With respect to claim 7, note the marking device and braking 
mechanism of Movick can broadly be considered to be separate and non- 
integral devices. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 3-5, 8, 19, and 23-26 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Movick in view of Beny et al. Movick teaches 
a marking device as recited with the exception of the putting directional 
indicator being other than a circumferential line. Beny et al. teach a 
marking device for marking a golf ball including putting an indicator on 
the ball other than a circumferential line. In view of this teaching, it 
would have been obvious to one of ordinary skill in the art to provide a 
mark other than a circumferential line as taught by Beny et al. in the 
device of Movick as it would simply require obvious design choice of the 
particular indicia or marks to be printed on a golf ball. 

With respect to claim 8, note that although Movick is silent with 
respect to what type of marking means is used to mark the golf ball, 
Beny et al. teach the use of a laser marking apparatus to mark a golf ball 
is well known in the art. In view of this teaching, it would have been 
obvious to one of ordinary skill in the art to provide a laser marking 
system as taught by Beny et al. in the device of Movick, as it would 
simply require the obvious substitution of one known marking device for 
another to provide clear marking of indicia on the surface of the golf ball. 
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With respect to claims 19 and 23, again although Movick is not 
clear as to whether the locating of the axis, holding of the ball, and 
marking of the ball are automated steps, Beny et al. teach mass 
processing of golf balls is well known in the art. In view of this teaching, 
it would have been obvious to one of ordinary skill in the art to automate 
the process of Movick to perform the steps on multiple balls to allow for 
mass production of the marked golf balls. 

Conclusion 

7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Leslie J. 
Evanisko whose telephone number is (571) 272-2161. The examiner 
can normally be reached on M-Th 7:30 am-6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Andrew H. Hirshfeld can be reached on (571) 
272-2168. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either 
Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact 
the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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